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REMARKS 

Claims 1-18 are pending in the present application. Claims 6, 16 and 18 have 
been amended. 

Applicant notes with thanks and appreciation that claim 16 was found to have 
allowable subject matter if rewritten in independent form to include the limitations of the 
base claims and any intervening claims. Claim 16 has been rewritten into independent form 
and thus is allowable. 

Claims 1, 2, 4 and 6-8 were rejected under 35 USC §102(b) as being unpatentable 

over US Patent No. 5213656 (Lis). Claim 1 recites: 

An apparatus for on-demand chemical etch comprising: 
a stencil web; 

a media support system; and 
an etching head mechanism 

wherein said stencil web transported under said etching head 
mechanism by said media support system. 

Lis does not teach or suggest an apparatus for on-demand chemical etch as defined by 
Claim 1. The stencil web of Lis is not transported under an etching head mechanism by the 
media support system. In Lis the stencil web is transported under a toolhead of a sign 
generating machine to create the stencil. After the stencil is created, it is separated from 
the web and the individual stencil is applied to an object to be marked. The object is etched 
by placing it on a grounding means, the individual stencil is applied to the object to be 
marked, and then the marker head is brought into contact with the stencil. See, e.g. Lis at 
Figures 7-9 and Col. 6, line 48 - Col. 7, line 12. Because, Lis does not teach or suggest 
an apparatus for on-demand chemical etch with all the limitations of Claim 1, Claims 1-17 
are patentable. 

Claim 2 further recites that the media support system comprises a stencil unwind 
hub and a stencil rewind hub. Lis does not teach or suggest a stencil unwind hub and a 
stencil rewind hub. The sprockets in Lis are used to move the web through the sign 
generating machine. See, e.g. Lis at Col. 3, line 59 - Col. 4, line 5. There is no teaching or 
suggestion of winding or unwinding the web. Thus, Claims 2 and 10 are patentable. 

Claim 6 recites that the target object is on the conveyor and said conveyor is 
adapted to by actuated upwards to push the target object against the etching head. In Lis, 
The object is etched by placing it on a grounding means, the individual stencil is applied to 
the object to be marked, and then the marker head is brought into contact with the stencil. 
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See, e.g. Lis at Figures 7-9 and Col. 6, line 48 - Col. 7, line 12. Lis does not teach or 
suggest a conveyor for the object to be etched. Roller 20 of Lis cannot be equated with the 
conveyor in the present invention. Roller 20 of Lis supports the stencil web in the sign 
generating machine. Thus, Claim 6 is patentable. 

Claims 3, 5, 9 - 13, 17 and 18 were rejected under 35 USC §103(a) as being 
anticipated by Lis in view of US Patent No. 6,462,756 (Conwell). Claims 3, 5, 9 - 13 and 17 
depend directly or indirectly on Claim 1 and thus have the limitations of claim 1. As 
discussed above Lis does not teach or suggest an apparatus for on-demand chemical etch 
with all the limitations of claim 1. Conwe/i does not make up the deficiencies in Lis. There 
must be some teaching, suggestion or motivation to combine the prior art. Applicant 
respectfully asserts that the Examiner failed to assert that was any teaching or suggestion 
to combine the prior art. Moreover, one skilled in the art would not combine Conwell with 
Lis, the sign making machine in Lis is used to make the stencil. There is no teaching or 
suggestion to print to the stencil in Lis as using the sign generating machine is to be an 
alternative to using a typewriter. Thus, Claims 3, 5, 9 - 13 and 17 are patentable. 

Claim 18 is a method for on-demand chemical etch. The inventive method 

comprises the steps of: 

obtaining a stencil web; said stencil web on a media support system 
comprising a media unwind hub and a stencil rewind hub; 

unwinding said stencil media from the rewind unwind hub; 

transporting said stencil web under a print head; 

printing in reverse on said stencil web to create a stencil; 

peeling away a carrier from said stencil; 

transporting said stencil under an etching head; 

sandwiching said stencil between said etching head and an object; 

applying a wetting solution; 

actuating an electrode; 

rewinding a spent stencil on the stencil rewind hub. 

Lis alone or in combination with Conwell does not teach or suggest the inventive method. 
Lis does not teach or suggest obtaining a stencil web on a media support system comprising 
an unwind hub and a rewind hub, unwinding the stencil web from the rewind hub, 
transporting the stencil web under a print head; printing; transporting the stencil under the 
etch head, rewinding the spent stencil on the rewind hub. In Lis, the stencil is created on a 
sign generating machine and then stencils are individually applied to objects. Conwell does 
not make up the deficiencies in Lis. As discussed above one skilled in the art would not 
combine Lis and Conwell. Thus, there is no teaching or suggestion of the inventive method 
of claim 18 and it is patentable. 
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Claims 14 and 15 were rejected under 35 USC §103(a) as being unpatentable over 
Lis in view of Conwell and in further view of US Patent No. 5,951,177 (Schanke). Claims 14 
and 16 depend indirectly from Claim 1 and thus have the limitations of claim 1. As 
discussed above Lis does not teach or suggest an apparatus for on-demand chemical etch 
with all the limitations of claim 1. Conwefl and/or Schanke does not make up the 
deficiencies in Us. There must be some teaching, suggestion or motivation to combine the 
prior art. Applicant respectfully asserts that the Examiner failed to assert that was any 
teaching or suggestion to combine the prior art. Moreover, one skilled in the art would not 
combine Conwell with Lis, the sign making machine in Lis is used to make the stencil. There 
is no teaching or suggestion to print to the stencil in Lis as using the sign generating 
machine is to be an alternative to using a typewriter. Thus, Claims 14 and 15 are 
patentable. 

CONCLUSION 

Applicant asserts that all of the objections have been obviated and, therefore now 
respectfully requests withdrawal of the objections, and allowance of the application. 



Respectfully submitted, 
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